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 i 

QUESTIONS PRESENTED 

 

I. Whether, under this Court‟s standard announced in Metro-Goldwyn-Mayer 

Studios, Inc. v. Grokster, Inc., 545 U.S. 913 (2005), a company 

intentionally induces or encourages copyright infringement when it 

enables third parties to use its product to illegally record and 

archive copyrighted works. 

   

II. Whether, under the Trademark Dilution Revision Act, 15 U.S.C. § 

1125(c) (2006), www.aardvarks.com qualifies as a fair use exclusion or 

is otherwise likely to detract from the distinctiveness of Chatnoir, 

Inc.‟s trademarks.       
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OPINIONS BELOW 

 

 The opinion of the United States Court of Appeals for the Fourteenth 

Circuit appears at page three of the Record and is pending publication.  

Runaway Scrape, L.P. v. Chatnoir Inc.,     F.3d     (14th Cir. 2010), cert. 

granted,     U.S.     (2011).  The Record below does not provide the opinion 

of the United States District Court for the Northern District of Tejas.
1
    

CONSTITUTIONAL AND STATUTORY PROVISIONS 

 

The following Constitutional and statutory provisions are set forth, 

in relevant part, in Appendix A: U.S. Const. art. I, § 8, cl. 8; U.S. Const. 

amend. I; 17 U.S.C. §§ 101-1332 (1976); 17 U.S.C.A. § 512 (West 1999); 15 

U.S.C.A. § 1125 (West 2006). 

STATEMENT OF THE CASE 

 

Runaway Scrape is a popular band that four college roommates and one 

art student formed in 1999.  (R. at 5.)  Rather than signing with a major 

record company, the band members formed the independent record label, 

Runaway Scrape, L.P. (“Runaway Scrape”), to handle its business endeavors.  

(R. at 6, 6 n.1.)  Runaway Scrape owns the copyrights to the band‟s songs, 

videos, and merchandise.  (R. at 6 n.1.)   

Chatnoir, Inc., (the “Corporation”), is an electronics and 

communications business founded in 1997.  (R. at 3.)  In 2003, the 

Corporation introduced “Aardvark Media,” which is a videoconferencing 

software program that streams live video and audio over the Internet.  (R. 

at 3.)  In 2006, the Corporation developed several new features for its 

software that enables a user to archive a videoconference, strip the video 

                                                        
1
 Pursuant to Rule 2.11(c) of the 2011 Moot Court National Championship 

Competition Rules, Petitioner Runaway Scrape, L.P. has not appended any 

portion of the appellate record. 

 



 

 2 

portion, record the audio portion, and store that remaining audio portion on 

that user‟s computer.  (R. at 4.)  The Corporation incorporated these 

features into its new software program, “Aardvark Pro.”  (R. at 4.) 

Before launching Aardvark Pro, the Corporation released “Aardvark 

Lite,” a temporary promotion of its new product, which was free for a 

limited time on the Corporation‟s website, www.chatnoir.com 

(“chatnoir.com”).  (R. at 4.)  On chatnoir.com, the Corporation includes (1) 

instructions for downloading its software, (2) a request that consumers not 

use its product for “illegal or unethical purposes,” and (3) a suggestion to 

“make audio recordings of your favorite VuToob  videos.”
2
  (R. at 5.)  The 

Corporation promoted its software through emails to customers who registered 

their email addresses with the Corporation and advertisements to potential 

customers on other businesses‟ websites.  (R. at 5-6.)  Moreover, the 

Corporation registered search queries through Internet search engines 

whereby a consumer‟s search for the terms “VuToob,” “downloads,” and “music” 

generated an advertisement of the Corporation‟s product.  (R. at 6.)  The 

Corporation profits from its software by requiring temporary users of 

Aardvark Lite to purchase Aardvark Pro and through an advertising agreement 

with VuToob‟s parent company.  (R. at 4, 17 n.5.) 

Upon hearing about Aardvark Lite, Runaway Scrape worried that its 

consumers would use the product to illegally download the band‟s protected 

works from sites such as VuToob.  (R. at 6.)  In an attempt to notify the 

Corporation of this problem, Runaway Scrape sent the Corporation three 

letters clearly expressing its concerns over the new product‟s infringement 

capabilities.  (R. at 6.)  Runaway Scrape‟s letters requested the 

                                                        
2
 VuToob, owned by Poodle Corporation, is a popular site where users can 

upload videos that anyone with Internet access can then view.  (R. at 5.) 
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Corporation regulate the use of the new software program to prevent its 

users from illegally infringing copyrighted works.  (R. at 6.)  

While the Corporation idly sat by, its users were “overwhelmingly 

using the software for infringing purposes” by unlawfully copying Runaway 

Scrape‟s protected works.  (R. at 7.)  In fact, experts from both parties 

estimated that seventy percent of the overall uses of the Aardvark Lite 

software were infringing uses.  (R. at 8.)  As further evidence of the 

Corporation‟s culpability, the Corporation‟s CEO stated, “[a] successful 

release of Aardvark Lite will more than pay for a copyright infringement 

lawsuit.”  (R. at 9.)  In a final attempt to resolve this matter out of 

court, Runaway Scrape sent two cease-and-desist letters to the Corporation, 

which also went unanswered.  (R. at 7.) 

In the meantime, on April 10, 2007, Runaway Scrape registered the 

domain name, www.aardvarks.com (“aardvarks.com”), and created an 

accompanying website.  (R. at 7.)  On the website, Runaway Scrape included a 

free download of “Aardvarks,” a song it had previously recorded about a band 

member‟s pet aardvark and its love for hunting ants.  (R. at 19 n.6.)  

Runaway Scrape also included on its website a link titled “Get it the right 

way,” which provided access to the band‟s official website where fans could 

lawfully purchase Runaway Scrape‟s music and merchandise.  (R. at 7.) 

In response to this website, the Corporation sent two cease-and-desist 

letters to Runaway Scrape, demanding that the band either take down the site 

or transfer it to the Corporation.  (R. at 7.)  Runaway Scrape responded by 

promptly filing suit against the Corporation alleging that the Corporation 

intentionally encouraged copyright infringement by promoting and 

distributing Aardvark Lite.  (R. at 7.)  The Corporation filed a 
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countersuit, alleging trademark dilution.
3
  (R. at 8.)  Following a bench 

trial, the United States District Court for the Northern District of Tejas 

(“district court”) ruled in favor of the Corporation on both the copyright 

and trademark issues and enjoined Runaway Scrape‟s use of aardvarks.com.  

(R. at 9.)   

Runaway Scrape appealed the district court‟s judgment to the United 

States Court of Appeals for the Fourteenth Circuit (“Fourteenth Circuit”).  

(R. at 3.)  The Fourteenth Circuit affirmed the district court‟s holding, 

concluding (1) the Corporation did not secondarily infringe Runaway Scrape‟s 

copyrighted materials (R. at 12) and (2) the evidence was sufficient to find 

a likelihood of blurring the Corporation‟s trademarks.  (R. at 15.)  Circuit 

Judge Armitage dissented on both issues.  (R. at 15-20.)  This Court 

subsequently granted Runaway Scrape‟s petition for writ of certiorari.  (R. 

at 2.)   

SUMMARY OF THE ARGUMENT 

 

 I.  This Court should reverse the decision of the Fourteenth Circuit 

because the Corporation intentionally induces and encourages third parties 

to copyright infringe.  The Corporation is contributorily liable for 

copyright infringement because it induces third parties to use its product 

to record copyrighted works and to store those works onto their personal 

computers.  Additionally, the Corporation is vicariously liable for 

copyright infringement because it encourages users to download its software 

for unlawful purposes, earns advertising revenue as a result of those 

unlawful purposes, and requires users to pay for continued use of its 

                                                        
3
 The District Court removed from the Corporation‟s lawsuit its claim under 

the Anti-Cybersquatting Consumer Protection Act, 15 U.S.C. § 1125(d) (2006).  

(R. at 8.)  No other issues are subject to litigation in the pending case.  

(See R. at 2.)   
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infringement-enabling product.  As such, the Corporation has exhibited 

culpable conduct for which this Court should hold it accountable.   

A judgment protecting copyrighted works would advance the innovative 

and creative pursuits envisioned by the Framers in Article I of the United 

States Constitution.  This Court‟s history of protecting copyrighted works 

should extend to the instant case.  In the face of a growing piracy 

industry, musicians, artists, and authors alike rely upon the government to 

take prudent measures to combat the increasing infringement of their 

protected works.  For these reasons, this Court should extend the safeguards 

guaranteed by the Framers, the federal copyright laws, and its copyright 

jurisprudence by protecting Runaway Scrape‟s works. 

II.  This Court should reverse the decision of the Fourteenth Circuit 

because evidence contained in the Record does not support a finding that 

aardvarks.com is likely to detract from the distinctiveness of the 

Corporation‟s trademarks.  Contrary to the express language of the federal 

anti-dilution statute at issue, the Fourteenth Circuit failed to consider 

some of the most significant factors in this case.  First, the Fourteenth 

Circuit erroneously dismissed the fact that the domain name “aardvarks.com” 

was a direct reflection of “Aardvarks” – one of the band‟s songs that 

referenced neither the Corporation nor the Corporation‟s products.  Second, 

the Fourteenth Circuit incorrectly analyzed the “Get it the right way link.”  

This link implies that a “wrong way” to obtain music exists, and it 

expressly demonstrates the band‟s position against the music-piracy 

industry.  Because the speech at issue is protected criticism and non-

commercial speech, the Fourteenth Circuit‟s injunction against Runaway 

Scrape in this case amounted to an unlawful restriction of content-based 

speech.   
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Moreover, even if this Court does not find a content-based restriction 

exists in this case, this Court should reverse the district court‟s decision 

for failure to consider all relevant factors to support its finding of 

dilution.  Courts must exercise evidentiary rigor to ensure the harsh remedy 

of a permanent injunction will protect the interests encompassed by anti-

dilution law.  In this case, the district court improperly and haphazardly 

analyzed the degree of similarity, actual association, and intent to 

associate – factors that the district court relied upon to find dilution by 

blurring.  Additionally, the district court considered neither the common 

cultural usage of the subject term “aardvarks” nor the First Amendment 

implications involved in this case.  Allowing courts to practically 

rubberstamp dilution claims in this manner essentially grants trademark 

owners gross property rights in their marks.  Neither federal anti-dilution 

law nor this Court‟s analysis of dilution law supports such a cursory 

process.  Accordingly, this Court should enter a judgment protecting Runaway 

Scrape‟s speech in this case.

ARGUMENT 

 

I. Under this Court’s standard announced in Metro-Goldwyn-Mayer Studios, 
Inc. v. Grokster, Ltd., 545 U.S. 913 (2005), the Corporation 

intentionally induces and encourages third parties to infringe Runaway 

Scrape’s copyrighted works. 

 

This Court should reverse the decision of the Fourteenth Circuit as a 

matter of law because the Corporation has interfered with Runaway Scrape‟s 

exclusive rights to their protected works.
4
  The United States Constitution 

grants Congress the power to protect authors‟ and inventors‟ works, which is 

recognized at common law and codified in the Copyright Act of 1976.  See 

U.S. Const. art. I, § 8, cl.8; Grokster, 545 U.S. at 914; 17 U.S.C. §§ 101-

                                                        
4
 This Court reviews matters of law de novo.  Pierce v. Underwood, 487 U.S. 

552, 558 (1988). 
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1332 (1976).  This Court‟s standard for third-party infringement, announced 

in Grokster, allows courts to impose liability on a defendant who induces or 

encourages a third party‟s direct infringement.  545 U.S. at 935-37.  

Here, the Corporation intentionally induces and encourages its 

registered users to illegally download protected works.  Additionally, the 

Corporation is not shielded from liability under any other exclusionary 

rules.  Finally, ruling in favor of Runaway Scrape will advance society‟s 

interests in promoting creativity and innovation without hindering 

technological development.  

A. The Corporation is secondarily liable for third-party 
infringement of Runaway Scrape’s copyrighted works. 

 

This Court should find the Corporation contributorily and vicariously 

liable for copyright infringement because the Corporation induces and 

encourages third-party infringement by promoting and distributing its 

software program, Aardvark Lite.  Courts may hold a defendant liable for 

copyright infringement even if that defendant has not directly infringed the 

plaintiff‟s copyright.  Grokster, 545 U.S. at 936-37.  In recent years, the 

illegal downloading of copyrighted material has plagued copyright owners.  

Id. at 929-30.  In response to the growing problem of illegal downloading, 

this Court found:   

When a widely shared service or product is used to commit 

infringement, it may be impossible to enforce rights in the 

protected work effectively against all direct infringers, the 

only practical alternative being to go against the distributor 

of the copying device for secondary liability on a theory of 

contributory or vicarious infringement. 

 

Id. at 929-30 (emphasis added) (citing In re: Aimster, 34 F.3d 643, 645-46 

(7th Cir. 2003).  Both theories of liability require a showing of actual, 

direct infringement.  Id. at 930.  To establish actual, direct infringement 

under a secondary liability theory, both ownership of the copyright at issue 
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and third-party infringement must exist.  See Arista Records LLC v. Lime 

Grp. LLC, No. 06 CV 5936 (KMW), 2010 WL 2291485, at 14 (S.D.N.Y. May 25, 

2010).   

The parties do not dispute that Runaway Scrape owns the copyright at 

issue.  (R. at 8.)  Nor do the parties dispute that Aardvark Lite users 

infringe Runaway Scrape‟s copyright.  (R. at 8.)  Thus, the only remaining 

considerations are the two doctrines of secondary liability: contributory 

liability by inducing infringement and vicarious liability by encouraging 

infringement. 

1. The Corporation is contributorily liable because it induces 
third parties to infringe Runaway Scrape’s protected works. 

 

The Corporation is liable for third-party infringement under the 

contributory liability theory.  Contributory infringement exists when a 

party knows of infringing activity and induces, causes, or materially 

contributes to that activity.  Grokster, 545 U.S. at 936-37.  The 

Corporation is liable for infringement upon Runaway Scrape‟s protected works 

because the Corporation promotes and profits from infringement-enabling 

software.  Additionally, the Corporation induces its customers to use 

Aardvark Lite for VuToob downloads with the intent to target infringers 

without limiting infringement. 

a. The Corporation’s promotion of infringement-enabling 
software is direct evidence of contributory liability 

by inducement. 

 

The Corporation promotes infringement-enabling software as a part of a 

larger scheme to profit from infringers, which is direct evidence of 

inducing third-party infringement.  Promoting an infringing product to “make 

money” is direct evidence of unlawful intent.  Grokster, 545 U.S. at 939-40.  

Grokster involved promoting and profiting from an infringement-enabling 

product.  Id. at 938.  In that case, the defendants marketed their products 
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by sending out electronic newsletters suggesting that the products were 

suitable for illegal use.  Id.  This Court found such promotion, together 

with the defendants‟ profits, to be a contributing factor toward the 

establishment of unlawful intent to induce and foster infringement.  Id. at 

939-40.   

Relying upon the Grokster rule, the Lime Grp. court recently 

determined that a defendant-software company induced infringement.   2010 WL 

2291485 at 17-19.  The software program in that case was free and available 

online as a part of a strategic plan to “convert” its users into paying 

customers for its launch of “LimeWire Pro.”  Id.  The defendant openly 

acknowledged infringement, which supported a finding that the defendant 

intended to induce infringement.  Id. at 17 (noting that twenty-five percent 

of the defendant‟s users were “pirates”
5
) (internal citations omitted). 

Like the defendants in Grokster, the Corporation promotes its 

infringement-enabling software by sending emails to its customers and by 

advertising to potential users on other businesses‟ websites.  (R. at 5-6.)  

The Corporation boasts the software‟s ability to strip the video portion of 

an Internet video and to store the remaining audio portion on the user‟s 

computer.  (R. at 4.)  Through inviting consumers to download its software, 

the Corporation also induces consumers to “make audio recordings of [their] 

favorite VuToob videos.”  (R. at 5.)  As the Fourteenth Circuit‟s dissenting 

Judge Armitage stated, “It is unclear why [the Corporation] even found it 

necessary to include the VuToob feature on its Aardvark Lite software if not 

to attract infringing parties . . . .” (R. at 17) (also noting that the 

VuToob feature is unnecessary to demonstrate the product‟s capabilities). 

                                                        
5
 Piracy is “[t]he unauthorized and illegal reproduction or distribution of 

materials protected by copyright, patent, or trademark law.”  Black‟s Law 

Dictionary 1169 (7th ed. 1999).   
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Further, like the defendants in Lime Grp., Aardvark Lite is free to 

use and universally available on the Corporation‟s website, chatnoir.com.  

(R. at 5.)  In the same way that the defendants in Lime Grp. promoted 

LimeWire Pro, the Corporation offers Aardvark Lite, a free software program, 

as a part of a strategic plan to convert its users into paying customers for 

its launch of Aardvark Pro.  (R. at 4.)  Accordingly, the Corporation 

induces infringement.  

b. The Corporation targets infringers and has failed to 
implement filtering tools, which is evidence of an 

intent to induce infringement. 

 

The Corporation unlawfully targets infringers and has failed to 

implement filtering tools.  This Court has held such failures are sufficient 

to establish contributory liability.  Grokster, 545 U.S. at 926, 937.  In 

Grokster, a defendant, in anticipation of the demise of a similar service, 

marketed its product as an alternative to accomplish the same infringing 

conduct.  Id. at 938.  This Court found a clear intent to target Napster 

users, who were known infringers.  Id. at 938-39.  Additionally, this Court 

found the other defendant failed “to develop filtering tools or other 

mechanisms to diminish the infringing activity using their software.”  Id. 

at 939.  Despite the defendant‟s email warning to users that their activity 

was unlawful, this Court‟s finding rested on the fact that the defendant 

failed to block infringing users from continued use of its product.  Id.   

Similarly, in 2010, the Lime Grp. court decided a case that involved a 

defendant who conducted a marketing campaign through a search engine.  2010 

WL 2291485 at 17.  When search-engine users entered certain search queries, 

including “napster,” “mp3 free download,” and other terms relating to music 

downloading, the search results included the defendant‟s service.  Id.  The 

defendant‟s promotional materials declared that its program was for music 
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downloading, which the court determined was for the purpose of intentionally 

inducing infringement.  Id.   

Further, the Lime Grp. court found that because the defendant failed 

“to utilize existing technology to create meaningful barriers against 

infringement[,]” the defendant‟s inaction strongly implied an intent to 

foster infringement.  Id. at 21.  While the defendants implemented an 

optional hash-based content filter
6
, the default setting of the filter was 

“off,” which the court determined directly resulted in a “failure to 

mitigate infringement.”  Id. at 19.  The court noted several available 

filtering tools that the defendant could have used in order to block the 

infringing content, including acoustic fingerprinting
7
, a keyword-based 

filter
8
, and a user-education campaign “designed to inform users about the 

legal consequences of copyright infringement.”  Id. at 20; see Grokster, 545 

U.S. at 964 (Breyer, J., concurring).   

 Here, the Corporation targets infringers by suggesting the use of its 

software in conjunction with VuToob, “a very popular site” in which many 

users unlawfully upload copyrighted material.  (R. at 5.)  Moreover, the 

Corporation markets Aardvark Lite for the use of making audio recordings.  

(R. at 5.)  It also registered certain search queries, including the terms 

“VuToob,” “downloads,” and “music,” (R. at 6) much like the terms used in 

Lime Grp., which the court found to support its conclusion that the 

defendant intentionally induced infringement.  Although the Corporation 

                                                        
6
 “A hash-based filter can identify a digital file that contains copyrighted 

content, and block a user from downloading the file.”  Id. at 19. 

 
7
  “Acoustic fingerprinting can monitor the uploading or downloading of 

digital files.  Two audio files that sound the same will have the same 

acoustic fingerprint. . . .”  Id. at 20 n.30.   

 
8
 Under a keyword-based filtering system, the defendant could prevent “a 

search from bringing up files containing keyword terms that [the defendant] 

has identified as likely to contain [copyrighted material].”  Id. at 20. 
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includes a disclaimer on its website, it makes no effort to mitigate, 

prevent, or stop known and on-going infringement.  (R. at 5,7.)  Instead, 

the Corporation blindly relies upon VuToob to filter its material.  (R. at 

7.)  The Record does not indicate that the Corporation took any steps to 

construct the meaningful infringement barriers identified and discussed by 

the concurring Justices in Grokster and the Lime Grp. court.  The 

Corporation targets and induces infringers by suggesting the use of VuToob 

for its streaming, recording, and archiving software while also failing to 

filter infringing use by inappropriately relying upon VuToob‟s alleged 

filtering tools.  (R. at 3-5.)  For these reasons, this Court should find 

the Corporation induces, and is contributorily liable for, third-party 

infringement of Runaway Scrape‟s protected works.  

2. The Corporation is vicariously liable for encouraging third 
parties to infringe Runaway Scrape’s copyrighted works 

because it has failed to curb third-party infringement and 

profits from that infringement. 

 

The Corporation encourages third-party infringement through its 

failure to stop or limit copyright infringement.  A party is vicariously 

liable for encouraging and profiting from illegal downloading while also 

declining to stop or limit such activity.  Grokster, 545 U.S. at 930.  To 

establish vicarious liability, courts must first determine whether a company 

has the requisite control over direct infringers.  See Grokster, 545 U.S. at 

930; Perfect 10, Inc. v. Amazon.com, Inc., 508 F.3d 1146, 1173 (9th Cir. 

2007), cert. denied.  Courts measure the control element by considering the 

defendant‟s legal right to stop or limit the direct infringers as well as 

the defendant‟s practical ability to do so.  Grokster, 545 U.S. at 930 n.9; 

Perfect 10, 508 F.3d at 1173.  Further, courts must establish that the 

company derives a direct financial benefit from infringing users.  Grokster, 

545 U.S. at 930.  All of the required elements are present in this case. 
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a. The Corporation has the legal right and practical 
ability to stop or limit direct infringement, but has 

failed to control the use of its product. 

 

The Corporation encourages infringement through its failure to 

exercise its legal right and practical ability to eliminate or curb third-

party infringement.  In order to impose vicarious liability, courts must 

establish that the defendant has the legal right to stop or limit direct 

infringement and the practical ability to do so.  Grokster, 545 U.S. at 931 

n.9.  In A&M Records, Inc. v. Napster, Inc., the defendant operated a closed 

system that required user registration in order to employ the software used 

to download and upload copyrighted music.  239 F.3d 1004, 1014 (9th Cir. 

2001).  In Napster, the Ninth Circuit found the defendant had the legal 

right to prevent third parties from using its system to infringe protected 

works based on the defendant‟s control and imposition of the registration 

requirement.  Id. at 1023-24; cf. Perfect 10, 508 F.3d at 1174-75 (finding 

that because defendant-Google partnered with “AdSense,” Google did not have 

the legal right to stop business-advertisers from displaying images on their 

own websites).  Additionally, the Ninth Circuit held the defendant had the 

ability to identify and police its infringing users by “(1) implementing 

filtering; (2) denying access; and (3) supervising and regulating users.”  

Lime Grp., 2010 WL 2291485 at 24 (discussing Napster, 239 F.3d at 1023-24); 

cf. Perfect 10, 508 F.3d at 1146 (noting that defendant-Google does not have 

a practical ability to control its users because a search engine is openly 

available to users without user-registration or user-download requirements). 

The Corporation may argue that Aardvark Lite is analogous to Google.  

However, some users register their email address with the Corporation and 

all users must have previously located and downloaded the software to 

utilize the Corporation‟s services.  (R. at 5.)  Thus, the instant case is 
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more analogous to a closed system, and this Court should apply the 

principles employed in Napster, not Perfect 10.  Under the Napster rule, the 

Corporation has the ability to identify and police its users by requiring 

user registration. 

The Corporation‟s software enables users to stream, record, and 

archive video and audio files.  (R. at 3-4, 5.)  Inherent to designing and 

distributing a software program, the Corporation has the legal right and the 

practical ability to design a program that meets the industry standards for 

curbing illegal use by its customers.  For these reasons, the Corporation 

has the legal right to stop or limit its service to users who employ the 

software for unlawful purposes.   

b. The Corporation derives a direct financial benefit 
from third-party infringers. 

 

The Corporation‟s promotion of Aardvark Lite for the purposes of 

encouraging customers to later purchase Aardvark Pro evidences its ability 

to derive financial benefit from infringement.  In addition to the first two 

elements, courts must establish a likelihood that a business will directly 

benefit from third-party infringement.  Grokster, 545 U.S. at 930; Fonovisa, 

Inc. v. Cherry Auction, Inc., 76 F.3d 259, 263 (9th Cir. 1996).  The court 

may establish the existence of a financial benefit if “users are attracted 

to a defendant‟s product because it enables infringement, and that use of 

the product for infringement financially benefits the defendant.”  Lime 

Grp., 2010 WL 2291485 at 24 (internal citations omitted).   

Courts may consider business models to determine whether that business 

intended to profit from infringing use.  545 U.S. at 926.  In Grokster, this 

Court held that the defendants‟ business models confirmed the defendants‟ 

principal object was illegal use of their products.  Id.  Although the 

defendants received no revenue from their users, the defendants generated 
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income by selling advertising space to other businesses, which the 

defendants streamed to users while they were using the defendants‟ programs.  

Id.  This Court found the defendants translated the demand for “free access 

to copyrighted work . . . . into dollars.”  Id.   

Further, in Lime Grp., the court found the defendant possessed a 

direct financial interest in its users‟ ability to infringe copyrighted 

music.  Id. at 25.  The defendant‟s product, LimeWire, attracted users 

through suggestive advertisements regarding the product‟s ability to 

illegally infringe copyrighted works.  Id.  Because of its ability to 

attract users, the defendant also attracted advertisers, which increased its 

advertising revenue.  Id.  Further, the court found that downloading 

LimeWire, a free Internet program, led to increased sales of “LimeWire Pro,” 

the paid-for program owned by the defendant.  Id.  

Here, the Corporation has an advertising arrangement with VuToob‟s 

parent company whereby the company advertises on the Corporation‟s website.  

(R. at 17 n.5.)  The Corporation receives a fraction of a cent every time a 

viewer clicks into advertising content.  (R. at 17 n.5.)  Similar to the 

reasoning in Grokster, these facts support a finding that the Corporation 

translates into dollars consumer demand for unauthorized recording and 

archiving audio and video files.   

Additionally, like LimeWire, Aardvark Lite was a free program that the 

Corporation developed to promote Aardvark Pro, a paid-for program designed 

for the Corporation‟s financial benefit.  (R. at 4-5.)  Moreover, the 

Corporation‟s CEO stated, “[a] successful release of Aardvark Lite will more 

than pay for a copyright infringement lawsuit.”  (R. at 9.)  The promotion, 

together with the CEO‟s statement, is convincing evidence of the 
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Corporation‟s intent and ability to derive financial benefits from its 

infringement-enabling software.  

The Corporation has the requisite control over its users, both legally 

and practically, as well as a financial interest in the distribution of its 

product.  The Corporation has placed its own commercial interests over 

Runaway Scrape‟s constitutionally and statutorily protected rights to 

artistic protections.  As the above cases illustrate, such a conclusion 

leads to a finding of vicarious liability for encouraging third-party 

infringement.  Therefore, this Court should hold the Corporation accountable 

for its callous indifference to Runaway Scrape‟s rights and to this Court‟s 

copyright jurisprudence. 

B. Copyright-infringement exclusionary rules do not shield the 
Corporation from liability. 

 

This Court‟s standard in Grokster precludes application of the 

exemption for non-infringing use under Sony Corp. v. Universal City Studios, 

Inc., 464 U.S. 417 (1984), and other exclusionary rules.  In Grokster, this 

Court began with a discussion of Sony, which held that secondary liability 

is inapplicable when based upon “presuming or imputing intent to cause 

infringement solely from the design or distribution of a product capable of 

substantial lawful use, which the distributor knows is in fact used for 

infringement.”  Grokster, 545 U.S. at 933 (citing Sony, 464 U.S. 417 

(finding that distribution of the Betamax video recorder was capable of 

substantial non-infringing use because it allowed users to “time-shift” by 

watching a recorded television program at a later time). 

The Sony Court also discussed the Copyright Act‟s fair-use defense, 

464 U.S. at 444, 455, which exempts from liability persons and entities 

engaging in “criticism, comment, news reporting, teaching (including 

multiple copies for classroom use), scholarship, or research . . . .” and 
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also includes several factors for consideration such as whether the 

infringement is educational or commercial in nature.  17 U.S.C. § 107 

(1976).  Other exemptions defendants often seek are the safe harbors under 

the Digital Millennium Copyright Act of 1998 (“DMCA”) § 5, 17 U.S.C.A. § 512 

(West 1999).  E.g., Perfect 10 508 F.3d at 1175; In re: Aimster, 334 F.3d at 

655.  The DMCA extends safe harbor exemptions to online service providers
9
 in 

special circumstances and conditions eligibility on the service providers‟ 

adoption of a policy terminating service to repeat infringers.  17 U.S.C. § 

512(i)(1)(A).  Generally, service providers may assert this defense only if 

it acts expeditiously to remove or disable access to copyrighted material 

upon obtaining knowledge of such infringement.  17 U.S.C. § 512(c)(1).  The 

court in In re: Aimster held that DMCA safe harbors do not extend to service 

providers who invite third-party infringement.  332 F.3d at 655.   

 By the Corporation‟s own admission, roughly seventy percent of all of 

Aardvark Lite‟s uses were infringing.  (R. at 8.)  Thus, Sony does not apply 

to this case first because the Corporation‟s customers do not use the 

products for substantial non-infringing use and the products do not fit the 

Legislature‟s mold for a fair use exemption.  Second, Runaway Scrape is not 

asking this Court to presume liability based solely on the design or 

distribution of Aardvark Lite; rather, the Corporation is liable because of 

its affirmative steps to induce and encourage third-party infringement.   

Additionally, the DMCA‟s safe harbors do not apply to this case.  The 

Record does not indicate that the Corporation adopted a policy against 

repeat infringers, as required by the DMCA.  Like In re: Aimster, the DMCA 

safe harbors do not extend to the Corporation because it invites third 

                                                        
9
 A “service provider” means an entity offering the transmission, routing, or 

providing of connections for digital online communications . . . .” 17 

U.S.C. § 512(k)(1). 
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parties to download its software, urging them to use it for VuToob, a source 

known for infringement.  (R. at 5.)  Further, the Corporation knew of the 

infringement, as evidenced by Runaway Scrape‟s five letters to the 

Corporation indicating as much as well as the internal emails that evidenced 

its awareness of Aardvark Lite‟s infringing capabilities.  (R. at 6-7.)  

Moreover, the Corporation took no actions whatsoever to remove or disable 

access to infringing material upon obtaining knowledge of the infringing 

uses.  (R. 6-8.)  For these reasons, neither Sony nor any other exclusionary 

rule shields the Corporation from liability for copyright infringement of 

Runaway Scrape‟s works. 

C. A judgment in favor of the Corporation would stifle creativity 
and innovation as well as hinder technological development. 

 

A judgment protecting Runaway Scrape‟s copyrighted materials would 

advance the interests of creativity and innovation – interests that are 

central to copyright protections.  See U.S. Const. art. I, § 8, cl.8.  

Writing for the Court, Justice Souter observed: “[t]he more artistic 

protection is favored, the more technological innovation may be discouraged; 

the administration of copyright law is an exercise in managing the 

tradeoff.”  Grokster, 545 U.S. at 928.  In deciding copyright cases, courts 

must weigh the two interests.  See Douglas Lictman & William Landes, 

Indirect Liability for Copyright Infringement: An Economic Perspective, 16 

Harv. J.L. & Tech. 395 (2003). 

Digital distribution of copyrighted works has the potential to pose a 

large-scale threat to copyright owners. See Marybeth Peters, Copyright 

Enters the Public Domain, 51 J. Copyright Soc. 701, 705-717 (2004).  This 

threat is due to the high-quality copies users are able to obtain, the 

increasingly easier methods for users to employ, and the fact that the 

illegal copies are often free to use.  Id.  This Court ultimately 
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established secondary liability theories in order to reinforce the 

Legislature‟s purpose of protecting copyrighted works.  Grokster, 545 U.S. 

at 929-30 (citing In re: Aimster, 34 F.3d at 645-46).  The interest in 

protecting copyrighted works is offset by the fear that imposing liability, 

both directly and secondarily, could limit and discourage development of 

beneficial technologies that have lawful uses.  Mark. A. Lemley & R. Anthony 

Reese, Reducing Digital Copyright Infringement Without Restricting 

Innovation, 56 Stan. L. Rev. 1345, 1386-90 (2004).  However, in considering 

the competing interests, this Court noted that the interests are not 

mutually exclusive.  Grokster, 545 U.S. at 929 n.8.  Technological 

innovators – even the very companies that invite third-party users – have an 

interest in effective copyright protections for their technologies.  Id.   

In this case, Runaway Scrape has a significant interest in the 

artistic protection of its copyrighted works.  The Corporation‟s interest in 

selling an infringement-enabling software program does not better society 

through technological innovation.  Assuming the Corporation has an interest 

in business videoconferencing, the Corporation has the ability to tailor its 

program to meet those interests without encouraging or inducing its users to 

store audio files downloaded from websites known for copyright infringement.  

As such, the Corporation‟s purported interests are insufficient to overcome 

Runaway Scrape‟s interests in protecting its copyrighted works.  Under 

Grokster, the Corporation is secondarily liable for the direct copyright 

infringement by its users under the doctrines of contributory and vicarious 

liability.  Exemptions do not shield the Corporation in this case.  Ruling 

in favor of Runaway Scrape would advance artistic protection, not inhibit 

technological advances.  
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II. The injunction against use of aardvarks.com, a noncommercial fair 

use under the Trademark Dilution Revision Act of 2006, 15 U.S.C. § 

1125 (2006), violates the First Amendment of the United States 

Constitution, and neither the Fourteenth Circuit’s findings of fact 

nor its conclusions of law support a likelihood of blurring. 

 

A proper interpretation and application of the relevant statutory 

provisions reveals that Runaway Scrape‟s domain name is not likely to dilute 

the Corporation‟s trademarks.  In 2006, Congress amended the Federal 

Trademark Dilution Act of 1995 by passing the Trademark Dilution Revision 

Act of 2006 (“the Revision Act”).  See 15 U.S.C. § 1125 (2006).  In revising 

the statute, Congress intended to ensure that statutory requirements for 

protecting businesses‟ trademarks would not result in forcing courts to 

burden important free speech rights.  David S. Welkowitz, Trademark 

Dilution: Federal, State, and International Law 259 (Supp. 2009)(“Congress 

was concerned that, if it was too specific, a court would read the exclusion 

narrowly, and allow dilution claims in which Congress would not have 

permitted them.”); see also 15 U.S.C. § 1125(c)(1).   

Generally, the Revision Act provides a federal cause of action to 

enjoin the use of a mark that is likely to dilute, by blurring or 

tarnishment, a famous trademark.  15 U.S.C. § 1125(a).  The Revision Act 

defines “blurring” as an “association arising from the similarity between a 

mark or trade name and a famous mark that impairs the distinctiveness of the 

famous mark.”  15 U.S.C. § 1125(c)(2)(B).  To prove a claim for dilution by 

blurring, courts must establish: (1) ownership of a famous and distinctive 

mark (the “senior mark”); (2) another mark (the “junior mark”) enters the 

stream of commerce after the senior mark becomes famous; and (3) the junior 

mark is likely to dilute the senior mark.  15 U.S.C. § 1125(c)(1).
10
 

                                                        
10
 Courts ordinarily review lower courts‟ findings of fact mixed with 

conclusions of law under a de novo standard of review; however, in the 

trademark context, courts review findings as to the individual factors under 
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Runaway Scrape does not dispute the Corporation‟s ownership of the 

federally registered trademarks.  (R. at 13.)  Runaway Scrape also concedes 

that it registered aardvarks.com after the Corporation‟s marks became 

famous.  (R. at 7.)  However, Runaway Scrape‟s use of its domain name is not 

actionable under federal trademark dilution law because the mark qualifies 

as both a fair use under the Revision Act as well as protected speech under 

the First Amendment.  Additionally, the injunction against Runaway Scrape is 

unlawful because the Fourteenth Circuit‟s findings of fact and conclusions 

of law were improper.  The facts of this case correctly applied to anti-

dilution law are insufficient to establish a likelihood of blurring. 

A. Both the Revision Act and the First Amendment protect the use of 
aardvarks.com. 

 

The exclusionary rules under the Revision Act necessarily protect 

Runaway Scrape‟s use of its domain name.  The exclusions under 15 U.S.C. § 

1125(c)(3) create and maintain the proper balance between property rights in 

a famous trademark and the free exchange of ideas protected by the First 

Amendment.  Red Lion Broadcasting Co. v. F.C.C., 395 U.S. 367, 390 (1969) 

(discussing the function of the First Amendment to promote the “marketplace 

of ideas”); U.S. Const. amend. I.  As such, the Revision Act protects 

Runaway Scrape‟s use of its domain name because it is a noncommercial, fair 

use despite any commercial aspects it may entail. 

1. Runaway Scrape’s link titled, “Get it the right way,” is a 
protected criticism against music piracy. 

 

Runaway Scrape‟s use of the phrase “Get it the right way” as a link to 

lawfully download its “Aardvarks” song is protected under the fair-use 

                                                                                                                                                                                   
a clear error standard, Starbucks Corp. v. Wolfe‟s Borough Coffee, Inc., 588 

F.3d 97, 105 (2d Cir. 2009) (citing Poloroid Corp. v. Polarad Elecs. Corp., 

287 F.2d 492, 495 (2d Cir. 1961)), and review the balancing of those factors 

de novo as a matter of law.  Starbucks, 588 F.3d at 105 (citing Star Indus. 

v. Bacardi & Co., Ltd., 412 F.3d 373, 384 (2d Cir. 2005).  
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exclusionary rule.  Under the Revision Act, “identifying and parodying, 

criticizing, or commenting upon the famous mark owner or the goods or 

services of the famous mark owner” is non-actionable as trademark dilution 

by blurring.  15 U.S.C. § 1125(c)(3)(A)(ii).  Trademark owners are not 

entitled to quash the use of junior marks by a party who is expressing and 

communicating ideas or points of view.  L.L. Bean, Inc. v. Drake Publishers, 

Inc., 811 F.2d 26, 29 (1st Cir. 1987). 

Ignoring the expressive value of some junior marks would result in an 

encroachment upon the First Amendment‟s zone of protection.  Mattel, Inc. v. 

MCA Records, Inc., 296 F.3d 894, 900 (9th Cir. 2002).  In Mattel, the Ninth 

Circuit stated, “[s]imply put, the trademark owner does not have the right 

to control public discourse whenever the public imbues his mark with a 

[different] meaning.”  Id. at 900-01 (citing Anti-Monopoly, Inc. v. Gen. 

Mills Fun Grp., 611 F.2d 296, 301 (9th Cir. 1979)(finding trademark laws 

protect a source-denoting function “and nothing more”).  In Nissan Motor Co. 

v. Nissan Computer Corp., the Ninth Circuit held “to enjoin Nissan Computer 

from providing visitors to nissan.com a link to sites with disparaging or 

negative commentary about Nissan Motor is a content-based restriction on 

noncommercial speech that is inconsistent with the First Amendment.”  378 

F.3d 1002, 1007 (9th Cir. 2004).  The court discussed the aim of the 

statutory exclusionary rules “to prevent courts from issuing injunctions 

that collide with the First Amendment.”  Id. at 1016-17 (citing Mattel, 296 

F.3d at 905-06).   

The Nissan Motor court relied on the Fourth Circuit‟s reasoning in a 

similar case involving negative material about Skippy Peanut Butter on 

another‟s website, skippy.com.  Id. at 1017; (citing CPC Int‟l, Inc. v. 

Skippy, Inc., 214 F.3d 456, 461-63 (4th Cir. 2000)).  In the skippy.com 
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case, the court warned against stretching the trademark laws from a 

protection against unfair competition to a right to control language.  CPC 

Int‟l, 214 F.3d at 462 (quoting Mark A. Lemley, The Modern Lanham Act and 

the Death of Common Sense, 108 Yale L.J. 1687, 1710-11 (1999)(quotation 

marks omitted).  Adopting the Fourth Circuit‟s rationale, the Nissan Motor 

court held “links to negative commentary about Nissan Motor, and about this 

litigation, reflect a point of view that we believe is protected.”  378 F.3d 

at 1017.    

Aardvarks.com is a website that both criticizes the music-piracy 

industry and promotes the band‟s song titled, “Aardvarks,” which contains 

lyrics regarding an aardvark‟s love for hunting ants – a reference to a band 

member‟s childhood pet.  (R. at 19, 19 n.6.)  Despite this evidence, the 

Fourteenth Circuit speculated that Runaway Scrape‟s use of “aardvarks” in 

its domain name was a response to the Corporation‟s infringement-enabling 

products.  (R. at 7.)  While the Corporation‟s blatant disregard of Runaway 

Scrape‟s concerns regarding the undisputed infringing activity may have 

prompted the band‟s decision to post its “Get it the right way” link, 

neither the webpage nor the link directly referenced the Corporation.  (See 

R. at 7, 8.)  Rather, the link unambiguously reflected the band‟s position 

against obtaining music “the wrong way” by directing viewers to its official 

website where fans could lawfully obtain the band‟s music.  (See R. at 7, 

8.)  Enjoining Runaway Scrape‟s ability to express its position against 

piracy is the type of content-based restriction that the Legislature 

intended to prevent and that the First Amendment forbids.  Therefore, 

enjoining Runaway Scrape‟s speech in this case would violate both the First 

Amendment and the Revision Act‟s exclusionary rules. 
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2. The statutory language, “[a]ny noncommercial use,” 
encompasses Runaway Scrape’s use of aardvarks.com despite 

the potential for commercial transactions. 

 

The fact that a commercial transaction may have resulted from the use 

of aardvarks.com does not preclude Runaway Scrape from protection under the 

noncommercial-use exclusionary rule.  Under the Revision Act, use of a 

particular mark is non-actionable where “[a]ny noncommercial use of a mark” 

exists.  15 U.S.C. § 1125(c)(3)(C) (emphasis added).  This Court has held 

“commercial speech . . . does no more than propose a commercial 

transaction.”  Bolger v. Youngs Drug Prod. Corp., 463 U.S. 60, 66 (1983) 

(internal citations omitted).   

A restriction of commercial speech that also has social value is 

unconstitutional.  See id.  In Bolger, this Court held a speaker‟s First 

Amendment interests paramount to the interest in regulating commercial 

speech where the speaker desired to convey information relevant to important 

social issues.  Id. at 68.  Thus, if speech does more than propose a 

commercial transaction, the speech is not purely commercial, and is 

therefore “entitled to full First Amendment protection.”  Mattel, 296 F.3d 

at 906. 

In Mattel, a band produced the song “Barbie Girl” as a social 

commentary on the cultural implications of a “Barbie world.”  296 F.3d at 

901.  Although the band profited from album sales, the court held a use with 

a commercial purpose inextricably intertwined with its expressive purpose 

must enjoy full First Amendment protection.  Id. at 899, 906 (citing Hoffman 

v. Capital Cities/ABC, Inc., 255 F.3d 1180, 1184 (9th Cir. 2001)).  Thus, 
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despite the band‟s use of the Barbie mark in its song, the band was exempt 

from Mattel‟s claim of trademark dilution.
11
  Id.  

Here, Runaway Scrape‟s speech does more than encourage sales.  

Aardvarks.com promotes its song, “Aardvarks,” and the “Get it the right way” 

link criticizes the music-piracy industry.  The content contained on the 

website may result in commercial benefits for Runaway Scrape, however, this 

potential is inextricably intertwined with Runaway Scrape‟s criticism and 

commentary on copyright infringement.  Runaway Scrape‟s First Amendment 

interest in this case outweighs the detriments, if any, to the Corporation‟s 

future property interests in its Aardvark Media trademarks. 

B. Even if this Court finds that the exclusionary rules do not 
apply, the Fourteenth Circuit’s findings of fact and conclusions 

of law as to the degree of similarity were erroneous, and the 

Record does not support a finding of a likelihood of dilution by 

blurring. 

 

An injunction against Runaway Scrape is unlawful because aardvarks.com 

does not create the requisite association with the Corporation‟s trademarks 

necessary to support the lower court‟s finding of a likelihood of dilution 

by blurring.  Courts have become increasingly concerned with the 

overprotection of trademarks in light of the competing interests of 

expression, fair competition, and the preference for creativity and 

innovation.  See Welkowitz, supra, 176.  The rationale for this concern is 

that, prior to the adoption of the Revision Act, dilution causes of action 

came too close to granting property rights in gross to trademark owners, 

thereby “hampering competition and the marketing of new products.”  Thane 

Int‟l, Inc. v. Trek Bicycle Corp., 305 F.3d 894, 905 (9th Cir. 2002); see 

                                                        
11
 The Ninth Circuit issued the Mattel opinion three years before Congress 

enacted the Revision Act.  See id.; see also 15 U.S.C. § 1125.  However, 

this fact serves only to support Runaway Scrape because the Revision Act 

broadened, not restricted, the exclusionary rules under the 1995 FTDA.  

Welkowitz, supra at 259.   
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also Louis Vuitton Malletier, S.A. v. Haute Diggity Dog, LLC, 507 F.3d 252 

(4th Cir. 2007).   

The adoption of the Revision Act reflects the courts‟ reluctance to 

impose liability for trademark dilution and imposes a high standard on mark 

owners claiming trademark dilution.  Welkowitz, supra, at 176.  Considering 

this high standard as well as the harsh remedy of a permanent injunction 

against use of a particular mark that may result, reviewing courts must 

exercise evidentiary rigor before finding a likelihood of dilution by 

blurring.  See J.Thomas McCarthy, Proving a Trademark Has Been Diluted:  

Theories or Fact?, 41 Houston L. Rev. 713, 747 (2004).   

Under the Revision Act, Congress provided the following list of six 

non-exhaustive factors for courts to consider when determining whether 

dilution by blurring exists: 

(i) The degree of similarity between the mark or trade name and 

the famous mark. 

 

(ii) The degree of inherent or acquired distinctiveness of the 

famous mark. 

 

(iii) The extent to which the owner of the famous mark is 

engaging in substantially exclusive use of the mark. 

 

(iv) The degree of recognition of the famous mark. 

 

(v) Whether the user of the mark or trade name intended to 

create an association with the famous mark. 

 

(vi) Any actual association between the mark or trade name and 

the famous mark. 

 

15 U.S.C. § 1125(c)(2)(B)(i-vi).  The Revision Act encourages courts to 

consider these factors and all other relevant factors in determining whether 

a junior mark is likely to blur a senior mark.  15 U.S.C. § 1125(c)(1).  In 

this case, the Fourteenth Circuit did not exercise evidentiary rigor because 

it failed to consider all relevant evidence and factors to determine a 

likelihood of blurring.  Due to its lack of rigor, this Court should reverse 
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the Fourteenth Circuit‟s decision and dissolve the permanent injunction 

against Runaway Scrape‟s use of aardvarks.com.  

1. The Fourteenth Circuit’s findings of fact and conclusions 
of law as to the degree of similarity were clearly 

erroneous. 

 

The subject marks in this case share a minimal degree of similarity at 

most, and the lower court clearly erred in finding a high degree of 

similarity.  Under a dilution cause of action, courts should consider the 

presentation and context of the marks in determining the degree of 

similarity between those marks.  See Starbucks, 588 F.3d at 106.  

Conversely, courts should not consider extrinsic contextual evidence to 

determine dilution by blurring or otherwise analyze the subject marks 

through the lens of trademark infringement.  McCarthy, Proving a Trademark 

Has Been Diluted: Theories or Facts?, supra at 713 (discussing the incorrect 

application of the trademark infringement “likelihood of confusion” test in 

blurring cases and reasoning “dilution theory is a wholly new legal basis of 

trademark exclusivity that has nothing to do with protecting consumers from 

being confused or deceived.”)  

  In Savin Corp. v. Savin Grp., the Second Circuit deemed the marks 

“Savin Corporation” and “Savin Group” identical.  391 F.3d 439, 452 (2d Cir. 

2004), cert. denied.  However, the court made sure to sound a cautionary 

note: 

It cannot be overstated . . . that for the presumption of 

dilution to apply, the marks must be identical.  In other words, 

a mere similarity in the marks – even a close similarity – will 

not suffice to establish . . . dilution. 

 

Id. at 453; Louis Vuitton Malletier, S.A. v. Dooney & Bourke, Inc., 454 F.3d 

108, 118-19 (2d Cir. 2006); Audi AG v. Shokan Coachworks, Inc., 592 F.Supp. 

2d 246, 280 (N.D.N.Y. 2008).   
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In Visa Int‟l Serv. Ass‟n v. JSL Corp., the Ninth Circuit considered 

the presentation and overall impression of a junior mark used in the context 

of a domain name to determine the degree of similarity with a famous mark.  

610 F.3d 1088, 1090 (9th Cir. 2010).  The court held a junior mark‟s 

addition of the prefix “e” to a senior mark implies that the junior mark is 

the “electronic” version of the same brand, and therefore “effectively 

identical.”  Id. 

However, in Starbucks, the Second Circuit found “the Charbucks Marks-

as they are presented to consumers-are minimally similar to the Starbucks 

Marks.”  588 F.3d at 106.  The court reasoned that the addition of the words 

“Mister” and “Blend” to the junior marks further differentiated those marks 

from the famous Starbucks mark.  Id. at 107.   

In each of the preceding cases, the courts appropriately analyzed the 

subject marks within the context of federal dilution law, rather than 

federal trademark infringement law, to determine the degree of similarity.  

Unlike anti-dilution laws, which seek to protect a mark owner‟s property 

interest in the mark‟s distinctiveness, anti-infringement laws rest on 

consumer protection policies.  See McCarthy, Proving a Trademark Has Been 

Diluted:  Theories or Fact?, supra, at 747.  The Revision Act‟s legislative 

history further explains these differences - “[D]ilution does not rely upon 

the standard test of infringement, that is, the likelihood of confusion, 

deception, or mistake.  Rather, dilution occurs when the unauthorized use of 

a famous mark reduces the public‟s perception that the mark signifies 

something unique, singular, or particular.”  H.R. Rep. No. 109-23, 109th 

Cong., 1st Sess. (Mar. 17, 2005).  Similarly, this Court stated in Moseley 

v. V Secret Catalogue, Inc., “unlike traditional infringement law, the 
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prohibitions against trademark dilution . . . are not motivated by an 

interest in protecting consumers.”  537 U.S. 418, 430 (2003). 

Runaway Scrape‟s use of its song name, “Aardvarks,” in its domain name 

is not likely to blur the Corporation‟s marks in this context.  The 

protected marks in this case are “Aardvark Media,” “Aardvark Pro,” and 

“Aardvark Lite,” not “aardvark” or “aardvarks.”  (R. at 13.)  As dissenting 

Judge Armitage correctly observed, the domain name “aardvarks.com” is 

divorced from the words “Media,” “Lite,” and “Pro,” and therefore further 

differentiated from the Corporation‟s marks.  (R. at 19.) 

Unlike Visa, where the court found that the junior mark simply 

appeared as an electronic version of the famous mark, the mark at issue in 

this case is “aardvarks,” not “e-aardvark.”  The pluralized form of 

“aardvark” does not otherwise imply a different version of the Corporation‟s 

product line, nor is “aardvarks” textually identical to the marks in the 

Aardvark Media line.  Rather, the junior “aardvarks” mark exists 

independently from other words such as “Pro,” “Media,” or “Lite,” and, as in 

Starbucks, these important contextual differences create, at most, a minimal 

degree of similarity between the subject marks. 

Finally, the Fourteenth Circuit inappropriately relied upon the 

similarity-of-marks test, used to determine likelihood of confusion in 

trademark infringement cases, to find a high degree of similarity between 

the subject marks.  (R. at 14.)  The similarity-of-marks test may be 

appropriate to determine the similarity between two marks as such a factor 

relates to potential consumer confusion.  In contrast, this test is of no 

use in determining whether marks share a degree of similarity such that the 

junior mark is likely to detract from the distinctiveness of a famous mark, 

though not likely to confuse consumers as to the junior mark‟s source or 
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product affiliation.  For these reasons, the presentation and context of 

aardvarks.com does not lend itself to a finding of a high degree of 

similarity, and such a finding is clearly erroneous. 

2. The Fourteenth Circuit’s findings of fact and conclusions 
of law as to the actual association were clearly erroneous. 

 

The Record does not contain evidence of actual association sufficient 

to support the lower court‟s finding of a likelihood of blurring.  The 

association necessary to establish actionable dilution must arise from the 

similarity between the marks.  4 McCarthy on Trademarks and Unfair 

Competition § 24:116 (4th ed.)(2010).  Additionally, “where the marks at 

issue are not identical, the mere fact that consumers mentally associate the 

junior user‟s mark with a famous mark is not sufficient to establish 

actionable dilution.”  Moseley, 537 U.S. at 433. 

In a federal dilution action, the requisite level of association must 

be higher if the subject marks are less than identical.  See Moseley, 537 

U.S. 418.  For instance, in Starbucks, 30.5 percent of surveyed individuals 

associated “Charbucks” with Starbucks.  Id. at 109.  The court held the 

evidence insufficient, without more, to prove a likelihood of dilution by 

blurring.  Id.   

Additionally, in Nissan Motor the Ninth Circuit declined to rule as a 

matter of law that actual association existed between the junior 

“nissan.com” mark and the famous “Nissan Motor” mark because the survey, 

expert opinion, and advertising evidence contained in the record was 

“clouded.”  378 F.3d at 1014.  The court noted concerns that “the survey 

measured only the attitude of people who intended to buy a new car, thereby 

skewing the results . . . .”  Id.  

In 2005, Anne Gundlefinger, President of the International Trademark 

Association, the principal drafter of the Revision Act, testified before the 
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Committee on the Judiciary about the intricacies of the Revision Act.  See 

Testimony of Anne Gundlefinger before House Subcommittee on Courts, the 

Internet and Intellectual Property, Committee on the Judiciary, February 17, 

2004, (109th Cong., 1st Sess.), 2005 WL 408425.  While speaking about the 

mental association required for a finding of dilution she explained, “not 

just any mental association will suffice.  It must be an association that 

arises from the similarity or identity of the two marks, as opposed to an 

association that arises . . . for some other reason.”  Id.  In light of this 

concern, a reviewing court must consider whether the asserted amount of 

actual association stems from the similarity between the marks, or from some 

other reason that may skew the true amount of association between two marks. 

In this case, the Corporation‟s survey indicates that only two percent 

of the general public associates “aardvarks” with the Corporation‟s 

products.  (R. at 8.)  This low percentage of association is well below the 

30.5 percent that the Starbucks court found insufficient to establish a 

likelihood of blurring.  Moreover, the Fourteenth Circuit incorrectly 

considered the eight percent of the Corporation‟s customers‟ associations.  

(R. at 15.)  Whereas the surveyed individuals in Nissan Motor were those in 

the market to purchase an automobile, a portion of the surveyed individuals 

in this case were the Corporation‟s own customers.  (R. at 15.)  Relying 

upon interested parties for a determination of actual association skews 

survey results.  The Fourteenth Circuit could not have made an appropriate 

determination given the clouded evidence in the Record.     

Finally, the Fourteenth Circuit simply accepted the Corporation‟s 

survey evidence of association at face value.  (R. at 15.)  The lower 

court‟s analysis only briefly discussed the relevance, if any, of the survey 

evidence produced and it completely failed to consider the source of the 
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minimum association shown by the surveys.  (R. at 15.)  Although the court 

considered the ongoing public dispute between the Corporation and Runaway 

Scrape in its degree-of-similarity analysis, it did not mention this public 

dispute in its analysis of actual association, nor did it consider whether 

this may be the actual source of the minimal association indicated by the 

Corporation‟s surveys.  (R. at 14-15.)  Association arising simply from the 

ongoing dispute between the Corporation and Runaway Scrape is not the 

appropriate foundation for a federal dilution claim. 

The Fourteenth Circuit failed to properly analyze the asserted amount 

of actual association in this case.  Because any association consumers made 

between the two marks was minimal, and likely based on the public dispute 

between the parties rather than the marks themselves, this Court should 

reverse the Fourteenth Circuit‟s finding of a likelihood of blurring. 

3. The Fourteenth Circuit’s findings of fact and conclusions 
of law as to the intent to associate were clearly 

erroneous. 

 

The Record does not support a finding that Runaway Scrape intended to 

create an association with the Corporation‟s trademarks.  In Haute Diggity 

Dog, a company marketed a product, “Chewy Vuiton,” which was a parodic 

imitation of the “elegance and expensiveness of a Louis Vuitton handbag.”  

507 F.3d at 260-61.  The Fourth Circuit found, because the dog toy parodied 

the famous mark, evidence of intent to create an association was present, 

but the factor was “neutralized” because of the overriding intent to “evoke 

a humorous, satirical association that distinguishes the products.”  Id. at 

267 (emphasis in original).   

The majority below found that Runaway Scrape intended to associate 

with the Corporation‟s products based on the “Get it the right way” link, 

despite Runaway Scrape‟s denial of such an intent and lack of any evidence 
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to the contrary.  (R. at 15.)  The “Get it the right way” link reflects the 

growing problem of piracy, which the Corporation suggests it has no part in.  

(R. at 15.)  Much like Haute Diggity Dog, this case presents a fair use 

through Runaway Scrape‟s criticism and comment on copyright infringement.  

The intent to associate itself with the music piracy industry is necessary 

for communicating its message.  For this reason, the Fourteenth Circuit‟s 

determination of intent to associate was clearly erroneous. 

In sum, the Fourteenth Circuit erred in its factual and legal findings 

regarding the degree of similarity, actual association, and intent to 

associate.  The injunction against Runaway Scrape‟s use of aardvarks.com is 

unsupported by a proper application of the exclusionary rules.  Therefore, 

this Court should reverse the Fourteenth Circuit‟s holding that a likelihood 

of blurring the Corporation‟s trademarks exists in this case.   

C. Balancing all relevant factors pursuant to the Revision Act 
reveals that the Fourteenth Circuit erred in finding a 

likelihood of blurring the Corporation’s trademarks. 

 

A proper analysis and application of all relevant factors pursuant to 

the Revision Act reveals no likelihood of blurring in this case.  In 

addition to the degree of similarity, actual association, and intent to 

associate, the Revision Act directs courts to consider all other relevant 

evidence.  15 U.S.C. § 1125(c)(2)(B).  The circuit courts have considered 

factors such as the uniqueness and cultural significance of a word or words 

used in a senior mark.  See e.g., Nissan Motor, 378 F.3d 1011-12; see also 

Visa, 610 F.3d at 1092.  The circuit courts‟ decisions under federal 

dilution law and the policies inherent in the Revision Act highlight the 

true foundation of anti-dilution law, which seeks only to prevent the 

“whittling away of the value of a trademark,” without simultaneously 

hindering the free exchange of ideas.  J. Thomas McCarthy, McCarthy on 
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Trademarks and Unfair Competition § 24.67, at 24-120; § 24.70, at 24-122 

(2001); See also McCarthy, Proving a Trademark Has Been Diluted: Theories or 

Fact?, supra, at 733. 

Congress‟s principal intent in drafting the trademark laws was to 

protect the distinctiveness of a senior mark; thus “a trademark with no 

distinctiveness is normally unprotectable . . . .”  Welkowitz, supra at 137 

(emphasis in original).  The Report of the Subcommittee on Courts and 

Intellectual Property of the House Judiciary Committee includes “BUICK 

aspirin” and “KODAK pianos” to illustrate the type of junior marks anti-

dilution law prevents.  Nissan Motor, 378 F.3d 1011-12. (citing H.R. Rep. No 

104-374, p. 3 (1995); accord Starbucks, 588 F.3d at 105; Haute Diggity Dog, 

507 F.3d at 268.  Additionally, use of a word to “merely evok[e] the word‟s 

existing dictionary meaning, as to which no one may claim exclusivity[,]” 

does “not create a new association for the word with a product.”  Visa, 610 

F.3d at 1092.   

In considering these and other factors, courts should construe anti-

dilution laws “to apply to artistic works only where avoiding [blurring a 

trademark] outweighs the public interest in free expression.”  Rogers v. 

Grimaldi, 875 F.2d 994, 999 (2d Cir. 1989).  Courts should also require a 

“rigorous evidentiary showing.”  McCarthy, Proving a Trademark Has Been 

Diluted: Theories or Facts?, supra at 733 (also noting “[t]he Trademark 

Review Commission has referred to the dilution remedy as an „extraordinary‟ 

one.”). 

Here, the Fourteenth Circuit did not consider all of the relevant 

factors of this case, contrary to the rules of the Revision Act.  Despite 

the famous and distinctive qualities of the Corporation‟s marks, the use of 

aardvarks.com is not likely to whittle away those qualities.  To the 
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contrary, the potential harm caused by use of a common cultural term such as 

“aardvark” is minimal given the pre-existing associations consumers likely 

draw between the mark and the animal.  Yet, the lower court did not consider 

this mitigating factor. 

In addition to its failure to address the cultural significance of the 

word “aardvark” – a word with a dictionary definition, the Fourteenth 

Circuit did not construe the Revision Act to protect the public‟s interest 

in free speech when it ignored Runaway Scrape‟s interest in expressing its 

position against the music piracy industry.  Finally, because the Fourteenth 

Circuit did not require a rigorous evidentiary showing, it relied upon 

erroneous findings of fact to support its overall conclusion of a likelihood 

of dilution.  This rubberstamp approach to dilution claims defies Congress‟ 

intent and provides property rights in gross to trademark owners. 

CONCLUSION 

 Regarding the copyright infringement issue, this Court should reverse 

the decision of the Fourteenth Circuit because the Corporation intentionally 

induced and encouraged third-party infringement of protected works.  

Regarding the trademark dilution issue, both the First Amendment and the 

Revision Act protect Runaway Scrape‟s use of aardvarks.com.  Additionally, a 

thorough review of the evidence contained in the Record below does not 

support a finding that aardvarks.com was likely to detract from the 

distinctiveness of the Corporation‟s trademarks.  Therefore, this Court 

should reverse the decision of the Fourteenth Circuit and dissolve the 

permanent injunction against use of aardvarks.com. 

Respectfully submitted, 
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APPENDIX A: CONSTITUTIONAL AND STATUTORY PROVISIONS 

 

 

U.S. Const. art. I, § 8, cl. 8.   

 

To promote the Progress of Science and useful Arts, by securing for limited 

Times to Authors and Inventors the exclusive Right to their respective 

Writings and Discoveries. 

 

 

U.S. Const. amend. I.  

 

Congress shall make no law respecting an establishment of religion, or 

prohibiting the free exercise thereof; or abridging the freedom of speech, 

or of the press; or the right of the people peaceably to assemble, and to 

petition the Government for a redress of grievances. 

 

 

17 U.S.C.A. § 107 (1976) 

 

Notwithstanding the provisions of sections 106 and 106A, the fair use of a 

copyrighted work, including such use by reproduction in copies or 

phonorecords or by any other means specified by that section, for purposes 

such as criticism, comment, news reporting, teaching (including multiple 

copies for classroom use), scholarship, or research, is not an infringement 

of copyright.  

 

 

17 U.S.C.A. § 512 (West 1999) 

 

********************* 

 

(c) Information residing on systems or networks at direction of users.-- 

 

(1) In general.--A service provider shall not be liable for monetary 

relief, or, except as provided in subsection (j), for injunctive or 

other equitable relief, for infringement of copyright by reason of the 

storage at the direction of a user of material that resides on a 

system or network controlled or operated by or for the service 

provider, if the service provider-- 

 

(A)(i) does not have actual knowledge that the material or an 

activity using the material on the system or network is 

infringing; 

 

(ii) in the absence of such actual knowledge, is not aware 

of facts or circumstances from which infringing activity is 

apparent; or 

 

(iii) upon obtaining such knowledge or awareness, acts 

expeditiously to remove, or disable access to, the 

material; 
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(B) does not receive a financial benefit directly attributable 

to the infringing activity, in a case in which the service 

provider has the right and ability to control such activity; and 

 

(C) upon notification of claimed infringement as described in 

paragraph (3), responds expeditiously to remove, or disable 

access to, the material that is claimed to be infringing or to 

be the subject of infringing activity. 

 

********************* 

 

(i) Conditions for eligibility.-- 

 

(1) Accommodation of technology.--The limitations on liability 

established by this section shall apply to a service provider only if 

the service provider-- 

 

(A) has adopted and reasonably implemented, and informs 

subscribers and account holders of the service provider's system 

or network of, a policy that provides for the termination in 

appropriate circumstances of subscribers and account holders of 

the service provider's system or network who are repeat 

infringers; and 

 

(B) accommodates and does not interfere with standard technical 

measures. 

 

********************* 

 

(k) Definitions.-- 

 

(1) Service provider.--(A) As used in subsection (a), the term 

“service provider” means an entity offering the transmission, routing, 

or providing of connections for digital online communications, between 

or among points specified by a user, of material of the user's 

choosing, without modification to the content of the material as sent 

or received. 

 

********************* 

 

 

15 U.S.C. § 1125 (2006) 

 

(a) Civil action 

 

(1) Any person who, on or in connection with any goods or services, or 

any container for goods, uses in commerce any word, term, name, 

symbol, or device, or any combination thereof, or any false 

designation of origin, false or misleading description of fact, or 

false or misleading representation of fact, which-- 

 

(A) is likely to cause confusion, or to cause mistake, or to 

deceive as to the affiliation, connection, or association of 
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such person with another person, or as to the origin, 

sponsorship, or approval of his or her goods, services, or 

commercial activities by another person, or 

 

(B) in commercial advertising or promotion, misrepresents the 

nature, characteristics, qualities, or geographic origin of his 

or her or another person's goods, services, or commercial 

activities, 

 

shall be liable in a civil action by any person who believes that he 

or she is or is likely to be damaged by such act. 

 

********************* 

 

(c) Dilution by blurring; dilution by tarnishment 

 

(1) Injunctive relief 

 

Subject to the principles of equity, the owner of a famous mark that 

is distinctive, inherently or through acquired distinctiveness, shall 

be entitled to an injunction against another person who, at any time 

after the owner's mark has become famous, commences use of a mark or 

trade name in commerce that is likely to cause dilution by blurring or 

dilution by tarnishment of the famous mark, regardless of the presence 

or absence of actual or likely confusion, of competition, or of actual 

economic injury. 

 

(2) Definitions 

 

(A) For purposes of paragraph (1), a mark is famous if it is 

widely recognized by the general consuming public of the United 

States as a designation of source of the goods or services of 

the mark's owner. In determining whether a mark possesses the 

requisite degree of recognition, the court may consider all 

relevant factors, including the following: 

 

(i) The duration, extent, and geographic reach of 

advertising and publicity of the mark, whether advertised 

or publicized by the owner or third parties. 

 

(ii) The amount, volume, and geographic extent of sales of 

goods or services offered under the mark. 

 

(iii) The extent of actual recognition of the mark. 

 

(iv) Whether the mark was registered under the Act of March 

3, 1881, or the Act of February 20, 1905, or on the 

principal register. 

 

(B) For purposes of paragraph (1), “dilution by blurring” is 

association arising from the similarity between a mark or trade 

name and a famous mark that impairs the distinctiveness of the 

famous mark. In determining whether a mark or trade name is 
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likely to cause dilution by blurring, the court may consider all 

relevant factors, including the following: 

 

(i) The degree of similarity between the mark or trade name 

and the famous mark. 

 

(ii) The degree of inherent or acquired distinctiveness of 

the famous mark. 

 

(iii) The extent to which the owner of the famous mark is 

engaging in substantially exclusive use of the mark. 

 

(iv) The degree of recognition of the famous mark. 

 

(v) Whether the user of the mark or trade name intended to 

create an association with the famous mark. 

 

(vi) Any actual association between the mark or trade name 

and the famous mark. 

 

(C) For purposes of paragraph (1), “dilution by tarnishment” is 

association arising from the similarity between a mark or trade 

name and a famous mark that harms the reputation of the famous 

mark. 

 

(3) Exclusions 

 

The following shall not be actionable as dilution by blurring or 

dilution by tarnishment under this subsection: 

 

(A) Any fair use, including a nominative or descriptive fair 

use, or facilitation of such fair use, of a famous mark by 

another person other than as a designation of source for the 

person's own goods or services, including use in connection 

with-- 

 

(i) advertising or promotion that permits consumers to 

compare goods or services; or 

 

(ii) identifying and parodying, criticizing, or commenting 

upon the famous mark owner or the goods or services of the 

famous mark owner. 

 

(B) All forms of news reporting and news commentary. 

 

(C) Any noncommercial use of a mark. 

 

********************* 
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